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DETAILED ACTION 
Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The present invention appears to be directed toward a number of subjective 
determinations of grades, validity and success of a business opportunity analysis. The 
invention cannot be used as intended without undue experimentation, as each users 
subjective analysis would alter the result. 

Claim Rejections - 35 USC § 101 
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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. A useful concrete and tangible result must be 
either specifically recited in the claim or flow inherently therefrom. To flow inherently 
therefrom, it must occur. If there is a reasonable exception or it is merely likely that it 
would occur, it does not "flow inherently therefrom" and the claim would need to be 
amended to specifically recite the result. The second factor in this test for practical 
application is a determination of whether the claimed invention produces a concrete 
result. Usually, this question arises when a result cannot be assured. In other words, 
the process must have a result that can be substantially repeated. Note that the focus is 
on the result, not the steps themselves. For example, concrete data processing steps 
could still produce an unrepeatable result if the data being processed is subjective. 
However, the mere fact that the result is an estimate, prediction or other approximation 
that may not ultimately be found to be accurate is not a determinative factor for 
concreteness. Thus, an assured result refers to repeatability and ability to achieve a 
result rather than ultimate accuracy of the result. The present invention appears to be 
directed toward a number of subjective determinations of grades, validity and success 
of a business opportunity analysis. The result of theses steps depends on the 
subjective opinion of certain persons of the process (i.e. opportunity analysis, 
determination of success ect), and the result of these steps might be different 
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depending upon the individual or individuals. The invention cannot be used as intended 
without undue experimentation, as each users subjective analysis would alter the result. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9 and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maxwell (US 6,195,643 B1). 

Re Claim 1: Maxwell discloses an evaluation and decision making process 
comprising the steps of: 

• Collecting data for ideas from a plurality of sources (Column 4, lines 58- 
63; packages A, B and C) 

• Filtering one type of collected idea data from said step of collecting in 
order to identify potential business opportunities (Column 2, lines 27-38 
and Column 4 line 66-Column 5 line 8) 

• Performing an opportunity analysis on said identified potential business 
opportunities to determine valid business opportunities (Column 5, lines 
42-65) 

• Committing resources to said valid business opportunity (Column 2 lines 
17-19 and Column 6, lines 55-57) 

Maxwell does not explicitly disclose the steps of: 
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• Developing a business proposal for said valid business opportunities; 

• Submitting said developed business proposal to a potential buyer of said 
valid business opportunity; 

• Determining if submission of said developed business proposal is a 
success and; 

• Executing said business opportunity upon determining that the submission 
is a success 

Official Notice is taken that the steps of developing and submitting a proposal, 
determining the success of the proposal and the subsequent execution of the proposal 
were notoriously old and well known in the art at the time of invention. This is how any 
business, seeking either to market a new opportunity, or seeking a particular service 
from an outside source, operates. It would have been obvious to a person of ordinary 
skill in the art at the time of invention to include this step to the disclosure of Maxwell to 
allow for a symbiotic match of potential partners in a venture and ensures that all the 
steps necessary to achieve the goal of the venture are met. 

Re Claim 2: Maxwell discloses the claimed process supra and further 
discloses wherein said filtering step is filtering formal announcements and further 
includes the steps of: 

• Reviewing said formal announcements for potential business opportunities 
by a first designated point of contact (Column 4, lines 58-59 "decision 
maker is presented with the choice of packages) 
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• Retaining said formal announcements in said business development 
database for future reference (Column 4, lines 35-39; "product database") 

• Identifying formal announcements that are within a predetermined scope 
of business by a second designated point of contact (Column 5, lines 42- 
55) 

Maxwell does not explicitly disclose the steps of: 

• Distributing a list of the identified announcements to a business 
development team; 

• Conducting a review of all said identified announcements by the business 
development team; and 

• Selecting specific opportunities from announcements reviewed at said 
step of conducting a review; 

• Forwarding said specific opportunities from said step of selecting as 
identified potential business opportunities; and 

• Archiving all non-selected opportunities remaining after said step of 
selecting 

Official Notice is taken that the steps of distributing and reviewing a list of 
opportunities by a management team, selecting specific opportunities, moving forward 
with the selected opportunities while archiving non-selected ones were notoriously old 
and well known in the art at the time of invention. Any business seeking to select from a 
variety of choices or opportunities, does not do so randomly, but by some form of 
analysis of each opportunity relative to the goals of said business. Furthermore a 
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human review panel for such opportunities was used and is still used to make these 
determinations. It would have been obvious to a person of ordinary skill in the art at the 
time of invention to include this step to the disclosure of Maxwell so that a business can 
take advantage of the collective intellect of their human personnel to ensure that an 
optimal choice is made. 

Re Claim 3: Maxwell discloses the claimed process supra and further discloses 
wherein said step of performing an opportunity analysis includes the steps of: 

• Grading strengths and weaknesses of the identified potential business 
opportunities (Column 5, lines 9-41) 

• Entering project identifying information into a computer for creating a 
master form (Fig 4) 

• Automatically summarizing graded areas on the master form (Fig 4 
and Fig 5) 

Maxwell does not explicitly disclose the steps of: 

• Said grading occurring in areas of market, economics, competitive 
advantage, the team, and potential flaws, each area including plural 
criteria and a high low attractive assessments for each 
However Maxwell notes that the "nature of the products in the product database 
will define the context and content of the questions to which the decision maker 
responds" (Column 4, lines 37-39). It would have been obvious to a person of ordinary 
skill to include the grading in areas of market, economics, competitive advantage, the 
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team, and potential flaws when evaluating potential business opportunities, as the 
nature of these opportunities require questions related to these factors. 
Maxwell does not explicitly disclose 

• Archiving opportunities having an overall low attractive summarized score; 
and 

• Forwarding identified potential business opportunities having an overall 
high attractive summarized score as valid business opportunities 

Official Notice is taken that the step of choosing attractive options while passing 
on less attractive options was notoriously old and well known in the art at the time of 
invention. It would have been obvious to include this step to the disclosure of Maxwell 
so that the business chooses the opportunity that is best for its goals, based upon the 
criteria analyzed. 

Re Claim 4: Maxwell discloses the process according to claim 3 and further 
comprising the step of representing each area by a separate electronic worksheet 
wherein the step of grading includes assigning a numeric value to each criteria 
according to the project parameters, computing a score for that worksheet and 
transferring the computed score to the master form (See Fig 4; and Column 6 lines 1- 
30) 

Re Claims 5-9: Maxwell discloses the process according to claim 4 but does not 
explicitly disclose all the criteria associated with market, economic, competitive 
advantage, team and potential flaw data. However Maxwell notes that the "nature of the 
products in the product database will define the context and content of the questions to 
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which the decision maker responds" (i.e. criteria; Column 4, lines 37-39; Also note the 
variety and depth of question in FIG 4)). It would have been obvious to a person of 
ordinary skill to include the grading in areas of market, economics, competitive 
advantage, the team, and potential flaws when evaluating potential business 
opportunities, as the nature of these opportunities require questions related to these 
factors. Each business has different criteria, and allowing the business to design its 
own evaluation criteria and questions that best suits its goals ensures that the most 
optimal decision is made. 

Re Claim 16: Maxwell discloses the process according to claim 1 but does not 
explicitly disclose wherein said step of developing a proposal includes further steps of: 

• Assigning a proposal number in said business development database 

• Completing a modular process; and 

• Performing a final review of the modular process to produce a final 
proposal 

Official Notice is taken that the steps of developing and reviewing a proposal for 
a business development process are old and well known in the art. It is standard 
business practice to present a proposal to counterparty in order to create a business 
relationship. It would have been obvious to a person of ordinary skill in the art at the 
time of invention to include these steps to the disclosure of Maxwell so that the proposal 
submitted is well organized and covers all necessary topics, so that the proposing entity 
places itself in a more favorable position to the counterparty. Since said counterparty 
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will make the ultimate decision to accept the proposing entity as a partner, the 
submitted proposal should be completed as thoroughly as possible. 

Re Claim 17: Maxwell discloses the claimed method supra but does not 
explicitly disclose wherein said modular proposal process includes all the intimate steps 
disclosed in claim 17. However as was discussed in the rejection of claim 16, t is 
standard business practice to present a proposal to counterparty in order to create a 
business relationship. It would have been obvious to a person of ordinary skill in the art 
at the time of invention to include these steps to the disclosure of Maxwell so that the 
proposal submitted is well organized and covers all necessary topics, so that the 
proposing entity places itself in a more favorable position to the counterparty. Since 
said counterparty will make the ultimate decision to accept the proposing entity as a 
partner, the submitted proposal should be completed as thoroughly as possible. 

Re Claim 18: Maxwell discloses the claimed supra but does not explicitly 
disclose wherein said step of determining if submission of said developed business 
proposal is a success results in any one of a yes, no, and maybe decision; performing 
the following steps when the success determination decision is a no decision: 

• Post reviewing the business proposal 

• Providing feedback to said step of developing a business proposal; 
and 

• Archiving the proposal by amending the business development 
database with information relevant to the decision; 
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• Returning the proposal to said step of developing a business 
proposal when the success determination decision is a maybe 
decision; and 

• Executing said business opportunity when the success 
determination is a yes decision. 

However Official Notice is taken that these steps were old and well known in the 
art at the time of invention. First it should be noted that a yes no or maybe response 
are the only possible decisions that could be made and that as a result any response 
would be deemed a "success." Furthermore, if a no decision is rendered, it would have 
been obvious to a person of ordinary skill to review the rejected proposal in order to 
learn from any mistakes, and correct for these mistakes to strengthen future proposals. 
When a maybe decision is rendered, it would have been obvious to a person of ordinary 
skill in the art to return the proposal for tweaking and adjustments in order to boost the 
chances that the proposal will eventually be accepted, which is the inherent goal of any 
proposal. Finally, executing the proposal if a yes verdict is rendered would have been 
obvious to a person of ordinary skill, as this is the inherent goal of submitting the 
proposal. If the plan is not executed, the submission of the proposal is moot and 
represents a waste of time and resources for the business. 



Claims 10-15 are ejected under 35 U.S.C. 103(a) as being unpatentable over 
Maxwell (US 6,195.643 B1) in view of Karszes (Jason Karszes & Wayne Knoblauch 
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"Five Points help evaluate new technology." Found at: 
http://www.dairvbusiness.com/northeast/Feb01/5points.htm on 7/18/06) 

Re Claim 10: Maxwell discloses the process according to claim 1 but does not 
explicitly disclose wherein said step of performing an opportunity analysis includes the 
step of conducting a risk and reward assessment. Karszes discloses steps and 
methods to analyze the potential of a new business opportunity, including a risk-reward 
assessment (Page 2, Numeral 5). It would have been obvious to a person of ordinary 
skill in the art at the time of invention to include the teachings of Karszes to the 
disclosure of Maxwell so that every decision balances the risk of not adopting 
something new against the risk of adopting technology. 

Re Claim 11: Maxwell in view of Karszes discloses the process of claim 10 and 
further discloses wherein said risk and reward assessment step includes: 

• Developing risk benchmark values for a combined plurality of risk criteria 
(Karszes, page 2) 

• Identifying a risk factor in relation to said risk benchmark value for each of 
said plurality of risk criteria (Maxwell Column 6, lines 1-21) 

• Developing reward benchmark values from a combined plurality of reward 
criteria (Karszes, page 2) 

• Identifying a reward factor in relation to the reward benchmark value for 
each of the plurality of reward criteria (Maxwell Column 6, lines 1-21) 

• Automatically updating a master sheet with calculated risk and reward 
factors (Maxwell Figs 4 and 5) 
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The references do not explicitly disclose the particular risk and reward criteria as 
well as performing a final assessment based on said master sheet for an action 
selected from the group consisting of go, no go, and maybe. However Maxwell notes 
that the "nature of the products in the product database will define the context and 
content of the questions to which the decision maker responds" (i.e. risk and reward 
criteria; Column 4, lines 37-39; Also note the variety and depth of question in FIG 4)). It 
would have been obvious to a person of ordinary skill to allow for the user specific entry 
of risk and reward criteria in the disclosure of Maxwell so that the specific goals and 
objectives of the business are maintained. Each business has different criteria, and 
allowing the business to design its own evaluation criteria and questions that best suits 
its goals ensures that the most optimal decision is made. 

With regards to the step of performing a final assessment based on said master 
sheet for an action selected from the group consisting of go, no go, and maybe, Official 
Notice is taken that it is notoriously old and well known to utilize a risk-reward analysis 
to make decisions on the future prospects of a particular endeavor. It would have been 
obvious to a person of ordinary skill in the art to include this step to the disclosure of 
Maxwell in view of Karszes so that the future resources of the entity can be directed 
toward advancing the opportunity, pursuing a different route, or tweaking the current 
idea. 

Re Claim 12: Maxwell in view of Karszes discloses the process according to 
claim 1 1 but does not explicitly disclose wherein the final assessment action of "GO" is 
followed by the steps of: 
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• Identifying a potential customer 

• Establishing a rapport with the identified potential customer 

• Logging customer information into the database 

• Isolating problems and priorities in connection with the identified customer; 
and 

• Installing a capture team and a lead for the capture team for the identified 
customer 

Official Notice is taken that these steps are notoriously old and well known in 
everyday business practice as a means of establishing relationships with customers that 
a business hopes to acquire. It would have been obvious to a person of ordinary skill in 
the art at the time of invention to include these steps to the disclosure of Maxwell in 
view of Karszes so that once an opportunity is found to be a worthwhile venture, the 
business can begin to implement the opportunity as opposed to simply analyzing the 
feasibility. 

Re Claim 13: Maxwell discloses the process according to claim 1 but does not 
explicitly disclose the steps wherein said step of committing resources includes the 
steps of: 

• Conducting meetings to determine availability of resources 

• Rendering a decision on one of an action to commit resources, not to 
commit resources, and maybe commit resources 
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• Adding relevant information to said business development database, 
providing feedback to a capture team and archiving unused data if a 
decision not to commit resources is made. 

• Returning opportunity to the capture team if a decision to maybe commit 
resources is made; 

• Completing a task sheet requesting support; 

• Forwarding the completed task sheet to a selected company division and; 

• Completing a capture plan in said business development database 
Karszes discloses five points that help to evaluate a new technology including 

determining the availability of resources, a decision to commit the resources, 
determination of the financial feasibility of the project, performing research on the 
project and performing a risk evaluation. It would have been obvious to a person of 
ordinary skill in the art at the time of invention to include these steps to the disclosure of 
Maxwell so that every decision takes into account a variety of factors that could effect 
the business down the line. 

Furthermore Official Notice is taken that the formation and completion of a task 
list related to a particular project is notoriously old and well known in the art and would 
have been obvious to a person of ordinary skill as a means to organize potentially 
complex operations. In any project involving a number of tasks, there are some tasks 
that take priority over others, or need to be completed before the start of a separate task 
(i.e. critical path). A task list helps to maintain a level of continuity and scheduling that 
prevents bottlenecks that waste time and resources. 
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Re Claim 14: Maxwell in view of Karszes discloses the process according to 
claim 13, but does not explicitly disclose wherein said task sheet includes identifying 
information about a contact, actions logged into said business development database, 
request being made, additional information and guidance, resources required, and 
requested due date. However as was discussed in claim 1 3, a task list related to a 
particular project is notoriously old and well known in the art and would have been 
obvious to a person of ordinary skill as a means to organize potentially complex 
operations. In any project involving a number of tasks, there are some tasks that take 
priority over others, or need to be completed before the start of a separate task (i.e. 
critical path). A task list helps to maintain a level of continuity and scheduling that 
prevents bottlenecks that waste time and resources. 

Re Claim 15: Maxwell in view of Karszes discloses the process according to 
claim 14 but does not explicitly disclose wherein said step of completing a capture plan 
includes entering information into capture plan worksheets, said capture plan 
worksheets containing information related to: the buyer's need; the buyers; the internal 
capture team; information required about the need; information required about the 
buyer; information required about the money available; information required on the 
competition; the abilities of the competition; internal investment required; internal return 
on investment; the response to the need; the best sales argument; key and ghosting 
discriminators; return on investment analysis; the team; salespersons for each buyer; 
pre-selling contact plan; potential questions, objections and responses; several 
appropriate closing proposal approaches; and elements of the sales presentation. 
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Official Notice is taken that collecting the information stated above for the 
purposes of evaluating a potential business process and potential business relationship 
is notoriously old and well known in the art. All the information presented assists a 
company in evaluating a potential alliance, and placing the business in a position to 
consummate said alliance. It would have been obvious to a person of ordinary skill in 
the art at the time of invention to include these steps to the disclosure of Maxwell in 
view of Karszes to that a business seeking a potential partner (buyer) has fully 
evaluated the potential of the alliance and furthermore placed themselves in a favorable 
position to achieve said alliance. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Piepenbrink et al (US 2002/0198725 A1 discloses a method and system for 
managing a relationship with a venture company that provides a process for a business 
entity to analyze a relationship opportunity with a venture company. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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